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□ Small entity status is claimed for this application. under 37 CFR 1 .27. 
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Entity 


Time Extension 
Petition Fee 




one-month 


$ 0.00 


$110.00 
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fee previously paid 
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□ I First Presentation of Multiple Claim 
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+ 290= 
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Total 


$110.00 
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RESPONSE TO OFFICE ACTION 



Mail Stop Non-Fee Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 



In response to the Official Action mailed November 6, 2003, Applicants petition for < 
one month extension of time, extending the date for response to and including January 6, 
2004, submit the requisite fee therefor, and request that the following remarks be considered 
and the referenced application be amended as shown below. 

Request for Change of Attorney 's Address in Application 

Please address all correspondence for this case as follows: 

Leydig, Voit & Mayer 
700 Thirteenth Street, N.W., Suite 300 
Washington, D.C. 20005-3960 
Telephone: (202) 737-6770 
Facsimile: (202) 737-6776 

The change in address is requested as this application will now be prosecuted in 
Leydig, Voit & Mayer's Washington, D.C. office rather than in Leydig, Voit & Mayer's 
Chicago, Illinois office. 
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The Official Action mailed November 6, 2003 asserts there are two distinct inventions 
(identified as Groups I - H) claimed in the referenced application and there is a lack of unity 
The Official Action asserts that the groups do not relate to a single inventive concept under 
PCT Rule 13.1, as they lack the same or corresponding special technical feature. The Official 
Action also asserts the inventions are independent and distinct and would require independent 
searches and that the searches for the inventions would not be coextensive. 

ELECTION OF GROUP WITH TRA VERSE 

In order to comply with the requirements of the Patent and Trademark Office 
Applicants provisionally elect, with traverse, Group I (claims 1-3, 6-10, and 13) drawn to a 
method of suppressing ongoing acute allograft rejection, comprising administering an IL-10 
antibody. 

DISCUSSION 

It is respectfully submitted that the restriction is improper. The claims of both Groups 
relate to suppressing ongoing allograft rejection and administering to a host experiencing 
ongoing acute allograft rejection an interleukin-10 (IL10) inhibitor. Thus, any search and 
consideration of the claimed subject matter of Group I will likely overlap and encompass that for 
the claimed subject matter of Group H Accordingly, the searches for these two groups of claims 
cannot in any way be said to be completely "independent." This does not mean that the claims 
necessarily stand or fall together, but the overlapping nature of the searches remains and 
mitigates against a restriction requirement. 

Examination of the patent application would be most expeditious by examining all 
pending claims together. As Section 803 of the MPEP requires, 

If the search and examination of an entire application can be made without serious 

burden, the Examiner must examine it on the merits, even though it includes claims to 

distinct and/or independent inventions. 

The restriction requirement is improper because the Examiner has not shown that a 
search and examination of the entire application would, indeed, cause a serious burden In 
fact, a serious burden would arise only if examination of the patent application were 
restricted to one of the claim groups. Filing additional patent applications containing the 
non-elected claims would unnecessarily burden (1) the Patent and Trademark Office since it 
must assume the additional labor involved in examining at least two separate applications- 
(2) the public, since it will have to analyze at least two patents (assuming the subject matter 
of each claim group is found patentable) to ascertain all of the claimed subject matter- and 
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(3) the Applicants, since the Applicants must bear the substantial financial burden and delays 
associated with prosecution of multiple patent applications and the payment of maintenance 
fees for multiple patents. 

While the inventions defined by the claims may be distinct and independent, there is 
no demonstration that the search and examination of all the pending claims would entail a 
senous burden to the Examiner. In particular, it is submitted that any additional burden on 
the Examiner m considering Groups I and H together is not so serious as to require 
restnction, and therefore, Applicants respectfully request withdrawal of the restriction 
requirement. 
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